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In re Application of: 

Peter A. Quigley ct al. 
Serial No.: 10/051,624 
Filed: January 1 8, 2002 



For: 



Composite Spoolable Tube with 
Sensor 



^7 



Art Unit: 1771 
Examiner: L£. Cole 



Atty. Docket: FPY-048.03 (22823-4803) 



CERTIFICATE OK FACSIMILE TRANSMISSION 

I hereby certify that this correspondence is being transmitted via facsimile (703) 872-93 10, Attn: Examiner Elizabeth 
M. Cole, U.S. Patent and Trademark Office, Washington, D C. 2023 1 on this date: December 27. 2002 . 



JoarVfc Meagher ^ ' 



Commissioner for Patents 
Washington, D.C. 20231 



RESPONSE 



Sir: 

In response to the Office Action dated September 27, 2002, Applicant submits the 
following remarks. Claims 47-97 arc pending in the application. 



Double Patenting Rejection of Claims 47-97 

The Office Action rejected claims 47-97 under judicially created doctrine of obviousness- 
type double patenting as being unpatentable over at least claim 1 of U.S. Patent No. 6,004,639. 

Applicant submits a terminal disclaimer in compliance with 37 C.F.R. § 1.321(c) lo 
Obviate this rejection. 

The Office Action rejected claims 47-97 under judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claim 1 of U.S. Patent No. 5,921,285. 

Applicant submits a terminal disclaimer in compliance with 37 C.F.R. § 1 .321(c) to 
obviate this rejection. 
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The Office Action rejected claims 47-97 under judicially created doctrine of obviousncss- 
typc double patenting a$ being unpatentable over claims 1-38 of U.S. Patent No. 6 ? 361 ,299. 

Applicant submits a terminal disclaimer in compliance with 37 C.F.R, § 1.321(c) to 
obviate this rejection. 

Conclusion 

In view of the arguments set forth above, it is respectfully submitted that this application 
is in condition for allowance. Accordingly, allowance is requested. If there are any remaining 
issues or the Examiner believes that a telephone conversation with the Applicant's attorney 
would be helpful in expediting the prosecution of this application, the Examiner is invited to call 
the undersigned at (617) 832-1 197. 

Respectfully submitted, 
FOLEY HO AG, LLP 
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Registration No. 39,261 
Attorney for Applicants 
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FOLEY 
HOAG llp 

ATTORNEYS AT LAW 



Date: December 27, 2002 



Fax 



To: Examiner Elizabeth Cole 


Fax#: <703) 872-9310 


Confirm*: (703)308-2414 


Client Matter#: 228234803 






From: David A. Lane, Jr. 


Sender's Number: IT97 


User §\ 


Total Pages Sent (Including Cover Sheet): 8 


Office: Boston 



Message 

Transmitted herewith in connection with U. S.S.N. 10/051 ,624 are the following 
documents: 



Transmittal Form (1 pg); 
Fee Transmittal Form (1 pg); 
Response (2 pgs); 

Terminal Disclaimer re: Pat. No. 6,004,639 (1 pg); 
Terminal Disclaimer rc: Pat. No. 5,921,285 (1 pg); 
Terminal Disclaimer re: Pat. No. 6,361 ,299 (1 pg); and 
this cover sheet. 



OFFICIAL 



IMPORTANT — PLEASE READ 

THE INFORMATION CONTAINED IN THIS FACSIMILE MESSAGE IS INTENOEO ONLY FOR THE PERSONAL AND CONFIDENTIAL USE OF THE DONATED 
RECIPIENTS NAMED ABOVE. THJS MESSAGE MAY BE AN ATTORNEY-CLIENT COMMUNICATION AND AS SUCH JS PRIVILEGED A/iD CONFIDENTIAL, IF 
THE READER OF THIS MESSAGE IS NOT THE INTENDED RECIPIENT OP AN AGENT RESPONSIBLE FOR OEUVERING IT TO THE INTENDED REORIENT, 
YOU ARE HEREBY NOTIFIED THAT YOU HAVE RECEIVED THIS DOCUMENT IN ERROR, AND THAT ANY REVIEW, DISSEMINATION. DISTRIBUTION OR 
COPYING OF THIS MESSAGE IS STRICTLY PROHIBITED. IF YOU HAVE RECEIVED THIS COMMUNICATION IN ERROR. PLEASE NOTIFY US IMMEDIATELY 
BY TELEPHONE AND RETURN THE 0R1$1HAL MESSAGE TO US BY MAIL THANK YOU. 



IF THERE ARE ANY PROBLEMS WITH THIS TRANSMISSION PLEASE TELEPHONE THE SENDER. 



BOSTON f 155 SCBpfifl BoJevard / Boston. Maitachusrttt Q2210-2GQ0 I TEL: 617.822.1000 / FAX: 817.832.7QQD 
WASHINGTON. OC / 174? Penwytvama Ave.. MW / Suite 1200 / Wwhmoion, DC 2000B4804 / ffcL 2D2.223.1200 / FAX: 202.765.568? 
Foley Hoag ur wwwJoteyiwag.com 
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PTO/SB/21 (08-00y 

-> Q Approved foe use through 10/31/2002. 0MB 0651-0031 

U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1 995. no persons are inquired to respond to e odecfon of information unless it d'opteya a vafid OMB oontroj number. 



Please type a ptus sign {+) inside this box 



TRANSMITTAL 
FORM 

(to be used few all correspondence after in'itiai fifing) 



Application Number 



Filing Date 



First Named Inventor 



Group Art Unit 



Examiner Nam© 



10/051,624 



January 16, 2002 



Peter A. Quigley 



1771 



E. Cole 



Total Number of Pag as in This Submission 



Attorney Docket Number 



FPY-04B.03 (22823-4803) 



ENCLOSURES (check all that apply) 



(3 P»» Transmittal Form 

f~l Fee Attached 
£3 Amendment / Response 

□ After Final 

□ Affidavits/declaration^) 
E] Extension of Time Request 

n Express Abandonment Request 
HI Information Disclosure Statement 



I"! Certified Copy of Priority 
Document(s) 

I I Response to Missing Parts/ 
Incomplete Application. 

n Response to Missing 
Parts under 37 CFR 
1.52 or 1.53 



n Assignment Papers 
(forenAopifcation) 

ll Drawfng(s) 

I I Licens&ig-related Papers 

□ Petition Routing Slip (PTO/SB/69) 
and Accompanying Petition 

l~l Petition to Convert to a 
Provisional Application 

fl Power of Attorney, Change of 
Correspondence Address 

II Temninal Disclaimer 
l~[ Request for Refund 

l~l CD, Number of CD(fc) 9 



Remarks 



n After Allowance Communication to 
Group 

Q Appeal Communication to Board of 
Appeals and Interference* 

Appeal CommunlcatJon to Group 
(Appee/ Mice. Brief. Reply Brivf) 

l~] Proprietary Information 
□ Status Letter 



Other Endo5ure(s) 
(ptease Menttiy oefow?: 

- Terminal Disclaimer ro: Pat No. 

6,004,639 

» Terminal Disclaimer re: PaL No. 
6,921.266 

-Terminal Disclaimer re: Pal No. 
6,361,239 

-Fax Covor Sheet 



Customer No 25181 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm 

or 

Individual name 



David A. Lane, Jr., Reg. No. 39,261 



Signature 



Date 



December 27, 2002 



CERTIFICATE OF FACSIMILE TRANSMISSION 



I hereby certify that this conespondence is being facsimile transmitted to: Examiner Elizabeth Cole, U.S. Patent and Trademark 
Office at (703) 872-9310. 



Typed or printed name 



Joan E. Meagher 



Signature 



Date 



December 27, 2002 



Burden Hour S^tement: This form is estimated to iaxe 0.2 hours to complete. TTrrtB wiM vary depending upon |he needs of the Indhrfdu&J esse. Any 
commerria on the amount of time you are required to camp! a to this form should be send to the Chief information Officer. U.S. Patent end Trademark 
Office. Washington. DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO. Commissioner for Patente. 
Washington, DC 20231. 
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TRANSMITTAL 
for FY 2002 

Patent fees are aubj&ct to annual nyrt$lofi\ 



Ccmpfete if Known 



Application Number 



fifing Date 



First Named Inventor 



Examiner Name 



Group /Art Unit 



1C/051,62d 



January IB, 2002 



Peter A. Qgigley 



£. Cole 



1771 



TOTAL AMOUNT OF PAYMENT 



($) $330.00 



Attorney Docket No. 



FPY-048.03 (22923-4803) 



METHOD OF PAYMENT (check one) 



fee calculation (continued) 



1. 



Deposit 

Account 
Number 

Deposit 
Account 
Name 



The Commissioner la hereby authorized to charge 
indicated feea and credit 3/ry Over payments to: 




53 Charge Any Additional Fee Required 
Under 37 CFR 1.16 and 1.17 

□ Applicant claims small entity b tonus. 
See 37 CFR 1.27 



2. □ Payment Enclosed: 
Q Check □ Credit card 



Money 
Order 



□ Other 



SUBTOTAL (1) 



2. EXTRA CLAIM FEES 



Total Claims 

inoependam 
Claim* 

Multiple 
Dopondent 



Extra 
Claims 

n> — 



Fee from 
below 



Fee 
paw 



l~5 1 



Large 


Entity 


Small 


entity 


Fee 


Pas 


Fee 


Foo 


Coda 


IS) 


Code 


w 


103 


15 


203 


9 


102 


84 


202 


42 


104 


260 


204 


140 


109 


Bd 


209 


42 


110 


18 


210 


6 



Fee Description 

Claims in excess or 20 

independent claims in excess of 3 

Multiple dependent claim, If not paid 

*~ Reissue independent claims over 
original patent 

" Reissue claims m excess of 20 and 
over original patent 



(3)0 



SUBTOTAL (2) 



~Qr nymDer previously paid, it graalcr, for Ramsuoi, h&OVO 



9. ADDITIONAL FEES 



FEE CALCULATION 
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BASIC FILING FEE 
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Entity 
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Fee 
Code 
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Fee 
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Fee 
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370 


Utility riling fee 
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206 


165 


Design filing fee 
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207 


255 


Ram filing fee 






103 


740 


20D 


370 


Reissue filing fee 






114 


160 
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80 


Provisional fifing fee 
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920* 
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1.040- 


113 
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115 
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215 
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100 


120 


190 


501 


40 


C31 
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179 
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169 
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Foo Description 

Surcharge - late fUtog ft a or oath 

Surcharge - late provisional fling fee 
or cover sheet. 

Non-Snoiish speaficauon 

For filing e request for reexamination 

Requesting publication or StR prior to 
Examiner action 

Requesting publication of SIR after 
Examiner action 

Extension tor re pry wnftm first month 

Extension for reply within second 
month 

Extension for reply within third month 

Extension tor reply within fourth 
month 

extension for reply Within fifth month 
Notice of Appeal 

FiJirtfj a brief in support of an BppaaJ 
Request tor oral hearing 

Petition to institute a public use 
proceeding 

Petition to revive - unavoidable 
Petition to revive - unintentional 
UlBity issue fee (or reissue) 
Design Issue lee 
Plant issue foo 

Petitions to ihe Commissioner 
Processing fee under 37 CFR 1 1 7 (q) 
Submission of Information Disclosure 

Sam 

Recording each patent assignment 
per oroporty (limes number of 
properties) 

Ptiirtg 9 submission after final rejection 
(37 CFR§ 1.129(a)) 

for each additional invention to be 
examined p7 CFR § 1.129(b)) 

Recuesi tor Continued Examination fRCE) 

Request for experJlsO examination 
Of a oee'gn application 



Fee 
Paid 



Other tea (apadfy) Three Terminal PtsdaVncre 



330 



■Reduced by Basic Filing Fee Fetd 



SUBTOTAL (3) 



(S)330 



SUBMITTED BY 



Name (PrinirType) 




Regixtnatjvn Afa Anamey/AgefX) 



39,261 



ComoJoto 



TaiBQhons 



(SEES 



jcajftj 



617-632-1197 



Signature 



Date 



Decemoor 27. 2002 
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